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Application No. 

09/736,051 



Examiner 

Louise N. Leary 



Applicant(s) 

KE ET AL 



Art Unit 

1623 



Louise In. Leary I ■ - - 

^SHORTENED STATUTORY PER.OD POR REPLY « SET TO EXP,RE J MONTH(S) PROM 

Mmedpatent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )□ Responsive to communication(s) filed on ■ 

_ TU . ,. ie eimai 2b)l3 This action is non-final. 

- —isMS^-wra*-- 5 * 55 

Disposition of Claims 

4)H Claim(s) SejLConf/^^ 

4a) Of the above claim(s) is/are withdrawn from considerate. 

m C ,aim(s)l^M4jm^ 

6) lEI mime) ^ AQ * 9 M fi8 and 65 is/are reiected - 

m Phim(") f " " ^ * 7a " d 59 ' 6f is/are objeCted t0 - 

8) Q claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
7n , • /NfiiPHon is/are' a)D accepted or b)0 objected to by the Exammer. 

1 0)V2 The drawing(s) filed on is/are. dji_i H 

I I )□ The proposed drawing correction filed on «. a)U aPP™ ve 

,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13 ) D Acknowledgment is made of a daim for foreign prionty under 35 U.S.C. § 1 19(a) (d) CO- 
a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No 

.... . A . . j m ^«*o ho\/o hoftn received in tr 



14D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. § 1 19(e) ( 

a) D The transition of the foreign language provisional ^^^!^ orW . 
15)D Acknowledgment is made of a claim for domest,c priority under 35 U.S.C. §§ 

Attachment(s) 



1) S Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 
3 S information Disclosure Statement(s) (PTO-1449) Paper No(s) 6 . 



4) Q Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 
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Application No. 09/736,051 

Continuation Sheet (PTO-326) w 45-50,52-55,57-62,65- 

Continuation of Disposition of Cairns: Cains pending in the app.^on are 1-4,6-14,16-30,33 42, 
77,79-82,84-89 and 92-108. 
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1. Claims 1-4, 6-14, 16-30, 33-42, 45-50, 52-55, 57-62, 65-77, 79-82, 84-89, and 92- 
108 are pending in this application. 

2 The nonstatutory double patenting rejection is based on a judicially created doctrine 
nroundec I in public policy (a policy reflected in the statute) so as to prevent the 

orCrorertimewle extension of the "right to exclude" ^f^T 
and to prevent possible harassment by multiple assignees See ,_n re ' Goodman, 1 1 
% -in mAfi 9Q MSPQ2d 2010 (Fed Cir. 1993 ; h re Longi, 759 F.2d 887, 225 
USPQ 645 f F ed S 1985 "A m Von Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
S * neVoge, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thonngton, 
418 F'.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may oe 
used to overcome an actual or provisional rejection based on a nonstatutory double 
S^SISvWed the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effec ive January 1 , 1994, a registered attorney or agent of record may sign a 
terminaSLer Mermina. disclaimer signed by the assignee must fuUy comply with 
37 CFR 3.73(b). 

Claims 46-47, 49, 52, 54, 58 and 65 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-4, 
13, and 23 of U.S. Patent No. 6,132,774. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because both inventions claim 
the same pharmaceutical compositions when the first compound is (-)-cis-6-phenyl-5-(4- 
(2-pyrrolidin-1-yl-ethoxy)-phenyl)-5,6,7,8-tetrahydronaphthalene-2-ol and the second 
compound is parathyroid hormone. Thus, there is substantial overlap of the subject 
matter claimed in both inventions. 
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3. Claims 48, 50, 53, 55, 57 and 59-61 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

4. The Ke et al (US 6,1 32,774) reference has been cited to further show the state of 
this art. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louise N. Leary whose telephone number is (703) 308- 
3533. The examiner can normally be reached on Monday to Friday from 9:30 to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Geist, can be reached on (703) 308-1701 . The fax phone number for 
the organization where this application or proceeding is assigned is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
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